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n parts 1 and 2, we reviewed the his-

tory of the ordinary observer test and

the reasons for the rise and fall of the
separate “point of novelty” test. We now
are prepared to examine the current status
of the ordinary observer test and to contem-
plate its future.

Gorham v. White' is the most authorita-
tive case on the ordinary observer test. In
the words of the Supreme Court: “if, in the
eye of an ordinary observer, giving such
attention as a purchaser usually gives, two
designs are substantially the same, if the
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resemblance is such as to deceive such an
observer, inducing him to purchase one
supposing it to be the other, the first one
patented is infringed by the other.” The
primary purpose of the test is to protect
the market the design patent was granted
to secure.

Since the purpose of the test is to protect
the market, the test focuses on potential
purchasers, which in turn means the objec-
tive standard is that of an ordinary observer
and not that of an expert. The comparison
is made by viewing each design as a whole
and not by comparing individual design
elements without considering their effect
on each entire design. Even if an expert
can detect differences in detail when view-
ing the patented and accused designs side
by side, if an ordinary observer is deceived
into thinking the accused design is the
patented design because the overall visual
effects of the designs are substantially the
same, then infringement exists.

The ordinary observer compares the
patented and accused design in light of
the relevant prior art® to determine what
is “distinctive in appearance” about the
visual effect of the patented design and
whether the two designs share this distinc-
tive appearance to a substantial degree.
The comparison also considers what aspects
of the distinctive appearance are “most
impressive to the eye” and whether these
are shared by the patented and accused
designs. Although individual design ele-
ments are considered, the ultimate question
remains whether the overall visual effects
of the designs are substantially the same.

The en banc Egyptian Goddess® opin-
ion expresses the “distinctive appearance”
concept from Gorham in terms of “com-
mon conspicuous feature” and “common
combination.”  Egyptian Goddess states
“[i]f the accused design has copied a par-
ticular feature of the claimed design that
departs conspicuously from the prior art,
the accused design is naturally more likely
to be regarded as deceptively similar to
the claimed design, and thus infringing”
and “[i]f the claimed design consists of a
combination of old features that creates
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an appearance deceptively similar to the
accused design, even to an observer famil-
iar with similar prior art designs, a finding
of infringement would be justified.”* Note
that while these concepts may at first
appear to be sliding back to a “point of
novelty” approach, the critical difference is
that the distinctive appearances ultimately
must be considered in the context of the
entire designs. The old “point of novelty”
approach of comparing features directly
by separating them from their integrated
design is not permitted.

The hypothetical ordinary observer is
familiar with the relevant prior art and
has the presumed ability to distinguish
between the patented design and prior art
designs when making purchasing deci-
sions. For this reason, the prior art plays
a critical role in the comparative analysis.
Egyptian Goddess identifies two effects of
the prior art on the perceptive ability of the
ordinary observer. First, “[w]hen the dif-
ferences between the claimed and accused
designs are viewed in light of the prior art,
the attention of the hypothetical ordinary
observer may be drawn to those aspects
of the claimed design that differ from the
prior art.”® Second, when the patented
design is close to the prior art and the
prior art is crowded, the ordinary observer
has a greater ability to notice smaller
differences between the patented design
and the prior art during the hypothetical
purchasing process.® This ability gives the
ordinary observer a greater ability to notice
smaller differences between the patented
and accused designs.

Expert testimony and other evidence
concerning whether an ordinary observer
likely would be deceived is important.
Indeed, the Supreme Court relied heav-
ily on expert testimony when making the
decision in Gorham. Significantly, several
experts in Gorham based their opinions
on comparisons that were not conducted
side-by-side. One expert testified an ordi-
nary observer would be deceived after
seeing the patented design at one end
of a table and the accused design at the
other end (another used the term “counter”
rather than table).” Another testified that
“[t]he patterns are substantially differ-
ent, but ordinary purchasers, seeing them
apart, would mistake one for the other.”®
Further, the Gorham opinion specifically
cites expert testimony that “seven out of
ten customers who buy silverware would
consider them the same.” This excerpt is



drawn from the testimony of Martin Smith,
merchant jeweler dealing in silver spoons
and forks for ten years, that “[i]n my judg-
ment, if the White pattern were placed in a
store different from that in which they had
before seen the cottage pattern, seven out of
ten customers who buy silverware, would
consider it the same pattern.”'” (emphasis
added). In light of this Gorham testimony,
the correctness of the statement in Crocs
that “[tlhe proper comparison requires a
side-by-side view of the ... patent design

711 is called into

and the accused products
question.

The Egyptian Goddess opinion appears
to suggest a two-step analysis where the
court first compares the patented and
accused designs to determine if the designs
are “sufficiently distinct that it will be clear
without more that the patentee has not met
its burden of proving the two designs would
appear ‘substantially the same’ to the ordi-
nary observer, as required by Gorham.”'?
To be sure, designs may be so different in
appearance that any reference to the prior
art in an infringement analysis is unneces-
sary. However, such a separate first step
appears not to have support in Supreme
Court precedent and appears to be incon-
sistent with the Federal Circuit’s own hold-
ing that “the ‘ordinary observer’ test should
be the sole test for determining whether a
design patent has been infringed.”" Since
the ordinary observer test is the sole test
for infringement, and an ordinary observer
is necessarily familiar with all relevant
prior art designs, it should follow that any
comparison of the patented and accused
designs necessarily must be done in light
of the prior art.

An initial side-by-side comparison
without review of the prior art also may
adversely influence the observer’s ability
to make judgments concerning the patented
and accused designs under the ordinary
observer test.!"* In such an initial compari-
son, the observer will not have the mindset
of an ordinary observer familiar with the
prior art. As the courts have recognized,
familiarity with the prior art affects the way
an ordinary observer perceives the simi-
larities and differences between designs.
Further, the observer in such a first step
will be looking carefully and specifically for
similarities and differences in two designs
laid side by side. But this is not what an
ordinary observer does. Once such a com-
parison is made, the mind of the observer
has been imprinted with a visual experi-
ence that an ordinary observer by defini-

tion does not have, and that may affect the
observer’s ability, either consciously or not,
to view and compare the designs later under
the ordinary observer test.

The ordinary observer test should be
applied in a comprehensive manner. In
Egyptian Goddess, the court affirmed a
summary judgment of non-infringement
based largely on an analysis of an expert
declaration drafted before the law was
changed. The court reasoned that although
the expert declared the patented and
accused nail buffers were similar because
both had square cross sections and multiple
raised buffer pads, the expert could just as
easily have said that a prior art buffer tri-
angular in cross section (the Nailco buffer)
““is like the accused design because both
designs have a hollow tube, have multiple
rectangular sides with raised rectangular
pads mounted on each side that do not
cover the corners of the tube,” in which case
the Nailco prior art buffer would be seen
to closely resemble the accused design.”"
This analysis equates the visual impact of
a square versus triangular cross section
with the visual impact of four versus three
buffer pads without any effort to determine
whether one may be “more impressive to
the eye” than the other. The infringement
analysis would have been more complete
had this additional aspect been considered.

In the recent case of Richardson wv.
Stanley Works,'® the Federal Circuit stated
“[tlhe ordinary observer test similarly
applies in cases where the patented design
incorporates numerous functional ele-
ments.”'” A design element is “functional”
when it is dictated by functional consider-
ations only. Functional aspects of a design
are not considered to be ornamental and
protectable under design patent law. The
hypothetical ordinary observer is deemed
capable of ignoring the functional aspects
of a design without eliminating the func-
tional element entirely.'®

As mentioned in Egyptian Goddess,
a useful practical guide for determining
infringement is whether the accused design
differs more widely from the patented design
than the patented design differs from the
prior art. If so, infringement likely does not
exist. This practical guide makes sense.
Since a hypothetical ordinary observer is
able to distinguish a patented design from
the prior art, if the differences between the
accused design and the patented design are
greater than the differences between the
patented design and the prior art, then the
ordinary observer also is able to distinguish
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between the accused and patented designs.
This practical guide can help identify cases
where summary judgment of non-infringe-
ment may be appropriate. However, it does
not help particularly when the accused
design is closer to the patented design than
the accused design is to the prior art, but
still different enough to trigger an initial
subjective judgment of non-infringement
in the court’s mind. For this situation, a
greater set of comparative analytical tools
is needed.

Fortunately, recent case law has begun
to fill this need, and is developing more
effective and objective ways to compare the
overall visual effects of the patented and
accused designs. In Crocs, Inc. v. ITC,” a
case involving footwear, the court empha-
sized the importance of “focal points” and
The court stated “[m]
ultiple major design lines and curves con-

“visual themes.”

verge at [the point where the strap attaches
to the base] creating a focal point attracting
the eye of the ordinary observer when view-
ing the overall effect of the design” and
“[a]nother overall effect of the design is a
visual theme of rounded curves and ellipses
throughout the design ....”?°  The court
found that both the patented and accused
designs had these overall visual effects and
held that infringement existed.

This approach appears to be consistent
with how the mind of an ordinary observer
works when designs are being viewed
and compared against designs previously
viewed and held in the mind. Additional
development would be beneficial as well
- and the field of visual science may
be helpful in this regard. In their arti-
cle Configuration Protection Harmonized,
coauthors Jerre B. Swann and Michael J.
Tarr state “[a] remarkable feature of the
history of design protection is that it has
evolved largely without resort to empirically
verified models of how consumers react to
configurations generally — it has proceeded
as if there is no body of learning of how con-
sumers perceptually encode and cognitively
process design information.”* The authors
state “[i]n fact, there is a vast amount of
such learning, [footnote omitted] ranging
from the elementary to the complex.”?
Some examples given are that consumers
“prefer the simplest valid interpretation of
a configuration,” “have a bias to perceive
objects as coherent wholes, rather than as
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separable parts,” “tend to regularize, not

particularize,” and “do not carry design
723

details in memory. Additional poten-

tially relevant visual science concepts are
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cue redundancy (multiple differences in
designs), meaningfulness (how important
particular design components are to the
observer), interference (confusion due to
the memory of other related visual pat-
terns), and inference (the difficulty of dis-
tinguishing between what is remembered
and what is inferred).**

Finally, in addition to the development
of objective “entire design” comparative
principles and visual science concepts,
design patent law may find it beneficial
to borrow from comparative techniques
used by other areas of intellectual property
law. For example, in utility patent law,
the concepts of “known interchangeabil-
ity”* and hypothetical claim construction®
have been useful comparative tools.?” In
trademark law, a non-excusive list of fac-
tors is used to determine the likelihood

% Some

of confusion between two marks.
of these factors already are being used in
the design patent infringement analysis,
such as “degree of similarity,”® “degree of

730 “actual confusion,”®!

care, and “identity
of purchasers.”? Other factors may be use-
ful as well.®

Egyptian Goddess and its progeny are
building a comparative analytical frame-
work to replace the flawed “point of
novelty” test. The goal of the emerging
framework is to make determination of
design patent infringement more objective
and predictable — for inventors, business-
men, lawyers, and judges alike. At present,
the test appears to remain too subjective
and unpredictable. Concepts from visual
science and comparative techniques from
related areas of law may hold promise for

And with the
demise of the point of novelty approach, the

further refining the test.

ordinary observer test now is free to benefit
from further keen judicial insight and cre-
ative legal argument — which, after all, may
be the two best developmental tools of all.
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