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Do	 I	 need	 an	 expert?”	 may	 be	 one	
of	 the	 first	 questions	 you	 ask	 when	
handling	a	design	patent	case.	More	

questions	may	 follow:	What	 issues	can	an	
expert	testify	on?	Will	the	expert	testimony	
satisfy	 threshold	 evidentiary	 and	 case	 law	
requirements?	and	what	foundational	mat-
ters	 are	 needed	 to	 make	 the	 expert	 testi-
mony	 not	 only	 admissible,	 but	 persuasive	
as	well?	

as	 you	 research	 the	 case	 law	 for	 guid-
ance,	you	likely	will	find	that	judicial	opin-
ions	on	the	use	of	experts	in	design	patent	
litigation	are	decidedly	mixed.	Some	courts	
find	 expert	 testimony	 helpful	 on	 such	

issues	as	the	scope	of	the	prior	art,1	who	the	
ordinary	 observer	 is,2	 claim	 interpretation	
including	 functionality,3	 and	 the	 ultimate	
issue	of	 substantial	 similarity	between	 the	
patented	 and	 accused	 designs,4	 including	
the	issues	of	dominant	visual	features5	and	
differences	in	light	of	the	prior	art.6

other	 courts	 believe	 expert	 witnesses	
are	 not	 needed	 in	 design	 patent	 cases,7	
particularly	where	“no	 special	 technologi-
cal	problems	are	presented.”8	Some	courts	
hold	 that	 expert	 testimony	 cannot	 create	
a	 material	 issue	 of	 fact	 when	 it	 conflicts	
with	 the	 court’s	 own	 opinion	 concerning	
substantial	 similarity.9	 Still	 other	 courts	
consider	expert	opinion	on	the	perceptions	
of	 ordinary	 observers	 to	 be	 inadmissible	
under	Federal	rules	of	evidence	701	and	
702.10	Finally,	some	courts	hold	that	“while	
expert	 testimony	 may	 well	 aid	 a	 judge	 in	
refining	his	sense	impressions,	the	function	
filled	 by	 such	 testimony	 in	 more	 techni-
cal	 matters	 can	 generally	 be	 satisfactorily	
discharged	by	the	arguments	[of	able	coun-
sel].”11	 Given	 this	 diversity	 of	 opinion,	
the	issue	of	experts	in	design	patent	cases	
deserves	a	careful	look.

litigants	 typically	 try	 to	use	experts	 in	
the	 liability	 phase	 of	 design	 patent	 litiga-
tion	in	two	general	areas:	(1)	infringement	
under	 the	 ordinary	 observer	 test;	 and	 (2)	
design	 patent	 validity	 and	 enforceability.	
Part	1	of	 this	column	will	discuss	general	
concepts,	 common	 misconceptions,	 and	
will	consider	what	issues	may	be	appropri-
ate	 for	 expert	 analysis	 under	 the	 ordinary	
observer	 test.	 Part	 2	 will	 consider	 other	
issues	 that	 may	 be	 appropriate	 for	 expert	
analysis	 and	 will	 review	 how	 courts	 have	
treated	 expert	 testimony	 in	 design	 patent	
cases.	 a	 future	 article	 will	 cover	 use	 of	
experts	on	 the	 issue	of	damages	 in	design	
patent	litigation.

let’s	begin	with	three	preliminary	mat-
ters.	 First,	 although	 some	 district	 courts	
appear	 dismissive	 of	 expert	 testimony	 in	
design	 patent	 cases12	 –	 particularly	 if	 the	
designs	 are	 not	 complex,13	 the	 historical	
importance	 of	 expert	 testimony	 in	 design	

patent	cases	is	well	established.	In	Gorham 
v. White,14	the	Supreme	court	relied	heav-
ily	 on	 expert	 witness	 testimony	 to	 find	
infringement	of	a	patented	silverware	han-
dle	design.	the	court	cited	testimony	from	
Martin	 Smith,	 merchant	 jeweler	 dealing	
in	 silver	 spoons	 and	 forks	 for	 ten	 years,	
that	 “seven	 out	 of	 ten	 customers	who	buy	
silverware	 would	 consider	 [the	 patented	
and	accused	designs]	the	same.”15	In	Avia 
Group Int’l, Inc. v. L.A. Gear Corp.,16	 an	
expert	declaration	helped	establish	a	prima	
facie	 case	 of	 infringement	 on	 summary	
judgment.	 and	 in	 the	 only	 design	 pat-
ent	 case	 decided	 en banc by	 the	 Federal	
circuit,	 Egyptian Goddess v. Swisa,17 the	
court	 decided	 the	 infringement	 issue	 pri-
marily	by	analyzing	expert	witness	declara-
tions	in	detail.

Second,	 identification	 of	 a	 consistent	
and	predictable	set	of	expert	witness	prin-
ciples	 in	 the	 case	 law	 is	 challenging	 due	
to	 evolving	 rules,	 discretionary	 standards,	
and	 different	 case	 contexts.	 For	 example,	
Gorham	 and	 Avia Group	 were	 decided	
long	before	the	Supreme	court	emphasized	
the	 district	 court’s	 “gatekeeper”	 function	
over	proffered	expert	testimony	in	Daubert 
v. Merrill Dow Pharmaceuticals, Inc.18	
and	 Kumho Tire Co. v. Carmichael,19	 and	
before	Federal	rule	 of	evidence	702	was	
amended	in	december	2000	to	incorporate	
Daubert	 and	 Kumho Tire.20	 While	 princi-
ples	do	exist,	admission	of	expert	testimony	
remains	 largely	 in	 the	 discretion	 of	 the	
district	 court,21	 and	 expert	 testimony	 may	
or	 may	 not	 be	 objected	 to	 by	 the	 adverse	
party	 for	 various	 reasons.	 Further,	 rulings	
regarding	 admissibility	 of	 expert	 witness	
testimony	may	depend	on	whether	the	con-
text	 is	a	motion	 for	preliminary	 injunction	
(where	evidentiary	rules	may	be	relaxed)22,	
a	bench	trial	(where	the	gate-keeping	func-
tion	 is	 less	 important)23,	 or	 a	 jury	 trial	
(where	 the	gate-keeping	 function	 takes	on	
a	greater	significance).24	

third,	 a	 number	 of	 common	 miscon-
ceptions	 exist	 in	 the	 case	 law	 regarding	
expert	witness	testimony.	For	example,	some	
courts	 believe	 that	 expert	 testimony	 may	
not	 be	 appropriate	 because	 Gorham	 holds	
that	infringement	is	determined	by	an	ordi-
nary	 observer	 and	 not	 by	 an	 expert.	 this	
was	 the	 rationale	 of	 the	 court	 in	 Keystone 
Retaining Wall Sys. v. Rockwood Retaining 
Wall, Inc.,25	 a	 case	 involving	 a	 design	 for	
the	front	face	of	a	retaining	wall	block.	the	
court	stated	“[t]he	test	for	infringement	of	a	
design	patent	 is	 to	be	determined	 from	 the	
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viewpoint	 of	 an	 ordinary	 observer,	 not	 an	
expert”	 and	 “[t]herefore,	 ‘expert’	 opinion	
from	Farber	as	 to	whether	 the	 front	 face	of	
the	accused	rockwood	blocks	infringes	the	
‘560	patent	will	not	be	of	assistance	 to	 the	
jurors	in	determining	whether	the	rockwood	
blocks	are	substantially	similar	to	the	design	
described	in	the	‘560	patent.”26

the	court’s	statement	appears	to	confuse	
the	 standard	 for	 determining	 infringement	
(ordinary	 observer)	 with	 the	 standard	 for	
determining	 whether	 an	 expert	 can	 testify	
that	 an	 ordinary	 observer	 likely	 would	 be	
deceived.	 authoritative	 cases	 hold	 that	 a	
properly	qualified	expert	can	express	such	
an	 opinion.27	 additionally,	 experts	 should	
be	able	to	testify	as	to	whether	an	“expert”	
has	been	or	likely	will	be	deceived,	under	
the	rationale	that	if	an	expert	is	deceived,	a	
less	perceptive	ordinary	observer	likely	will	
be	deceived	as	well.28	

a	second	potential	misconception	is	that	
expert	witness	 testimony	 is	 not	 needed	 on	
the	 ordinary	 observer	 test	 because	 a	 jury	
comprises	“a	sampling	of	ordinary	observ-
ers	 [and]	 does	 not	 necessarily	 require	
empirical	 evidence	as	 to	whether	 ordinary	
observers	would	be	deceived	by	an	accused	
device’s	 design.”29	 this	 misconception	
likely	 arises	 from	 a	 misunderstanding	 of	
what	an	ordinary	observer	is	and	how	com-
plex	the	ordinary	observer	test	has	become.	
although	a	jury	can	be	instructed	to	apply	
the	ordinary	observer	test,	 for	reasons	dis-
cussed	 below,	 it	 is	 rather	 unlikely	 that	 a	
juror	 actually	 will	 qualify	 as	 an	 ordinary	
observer	in	a	particular	case.	

With	 these	 preliminaries	 in	 mind,	 we	
now	consider	potential	issues	for	expert	wit-
ness	testimony	under	the	ordinary	observer	
infringement	 test.	 the	 current	 complexity	
of	the	infringement	test	is	discussed	to	pro-
vide	proper	context.

the	Gorham	“ordinary	observer”	test	is	
“if	in	the	eye	of	an	ordinary	observer,	giving	
such	attention	as	a	purchaser	usually	gives,	
two	designs	are	substantial	the	same,	if	the	
resemblance	is	such	as	to	deceive	such	an	
observer,	 inducing	 him	 to	 purchase	 one	
supposing	 it	 to	 be	 the	 other,	 the	 first	 one	
patented	 is	 infringed	by	 the	other.”30	Four	
additional	 legal	principles	 supplement	 the	
ordinary	 observer	 test.	 First,	 comparison	
between	the	patented	and	accused	designs	
is	 conducted	 in	 light	 of	 the	 prior	 art.31	
Second,	functional	design	features	are	“fac-
tored	 out,”	 or	 ignored	 in	 the	 comparative	
analysis.32	 third,	 design	 features	 visible	
at	 any	 time	 during	 the	 normal	 life	 of	 the	
article	 of	 manufacture	 are	 considered.33	

Fourth,	 an	 ordinary	 observer	 is	 a	 person	
who	 either	 purchases	 and	 uses	 the	 article	
or	 is	otherwise	 interested	in	 the	subject	of	
the	design.34

the	 ordinary	 observer	 test	 is	 neither	 a	
“real	 world”	 test	 nor	 a	 purely	 hypotheti-
cal	test.	rather,	it	is	a	hybrid	between	the	
two.	this	hybrid	nature	results	from	design	
patent	 law	 falling	 between	 trademark	 law,	
where	 real	 world	 consumer	 behavior	 and	
impressions	govern,	and	utility	patent	law,	
where	 appearances	 matter	 hardly	 at	 all.	
and	since	the	objective	ordinary	observer	is	
aware	of	all	relevant	prior	art	and	“factors	
out”	 design	 features	 dictated	 by	 function,	
the	objective	ordinary	observer	often	knows 
more	and	sees less	than	a	typical	real	world	
purchaser.	 the	 hybrid	 nature	 of	 the	 ordi-
nary	observer	test	and	its	many	underlying	
principles	make	the	 test	 far	more	complex	
than	may	at	first	appear.		

the	 first	 phrase	 is	 “if	 in	 the	 eye	 of	 an	
ordinary	 observer.”	 an	 ordinary	 observer	
is	 not	 an	 expert,	 but	 rather	 an	 observer	
“of	 ordinary	 acuteness”	 who	 brings	 “to	
the	 examination	 of	 the	 article	 upon	 which	
the	design	has	been	placed	 that	degree	of	
observation	 which	 men	 of	 ordinary	 intel-
ligence	give.”35	the	Supreme	court	makes	
clear	 that	 an	 ordinary	 observer	 is	 a	 pur-
chaser and user	 of	 the	 article	 containing	
the	patented	design	and	the	purpose	of	the	
test	is	to	protect	the	market	the	patent	was	
granted	to	secure.36	

Since	 Gorham,	 courts	 have	 broadened	
the	“purchaser	and	user”	concept	because	
there	is	no	requirement	that	the	article	with	
the	patented	design	actually	be	offered	for	
sale.	In	Applied Arts Corp. v. Grand Rapids 
Metalcraft Corp.,37	 the	 court	 stated	 “[t]he	
ordinary	 observer	 is	 not	 any	 observer,	 but	
one	who,	with	 less	 than	 the	 trained	 facul-
ties	of	the	expert,	is	‘a	purchaser	of	things	
of	 similar	 design,’	 or	 ‘one	 interested	 in	
the	 subject.’”	 Further,	 when	 the	 patented	
design	 is	 only	 a	 portion	 of	 the	 article	
offered	 for	 sale,	 some	 courts	 have	 held	
that	 the	 ordinary	 observer	 is	 the	 indus-
trial	purchaser	of	the	patented	portion	and	
not	 the	 retail	 purchaser	 of	 the	 entire	 fin-
ished	product.38	a	court	also	has	held	that	
when	 constructing	 a	 survey,	 the	 “ordinary	
observer	 universe”	 can	 include	 end	 users	
who	did	not	purchase	the	patented	design,	
but	whose	perspective	was	considered	when	
the	purchase	was	made.39	So	the	first	issue	
that	may	require	expert	or	other	specialized	
testimony40	under	the	ordinary	observer	test	
is	 identification	 of	 the	 ordinary	 observer,	
including	 whether	 they	 are	 corporate	 pur-

chaser,	 retail	 consumer,	 other	 end	 users	
interested	in	the	design,	or	some	combina-
tion	of	the	three.	

In	Egyptian Goddess, the	Federal	circuit	
held	 that	 when	 applying	 the	 ordinary	
observer	 test	 the	 patented	 and	 accused	
designs	 are	 compared	 in	 light	 of	 the	prior	
art.41	this	necessarily	means	that	the	ordi-
nary	observer	is	aware	of	all	relevant	prior	
art	 designs	 and	 has	 the	 presumed	 ability	
to	 distinguish	 the	 patented	 design	 from	
the	prior	art.	When	the	field	of	prior	art	is	
crowded	and	close	 to	 the	patented	design,	
then	 the	 ordinary	 observer	 has	 a	 greater	
ability	 to	 distinguish	 between	 designs.42	
consequently,	 a	 second	 area	 for	 expert	
witness	testimony	is	the	nature,	scope,	and	
effect	of	the	prior	art.	

the	 second	 phrase	 of	 the	 ordinary	
observer	 test	 is	 “giving	 such	 attention	 as	
a	 purchaser	 usually	 gives.”	 this	 phrase	
indicates	 that	 the	ordinary	observer	 test	 is	
not	 conducted	 as	 a	 sterile	 academic	 exer-
cise	 where	 two	 designs	 are	 always	 placed	
side-by-side	 and	 scrutinized	 closely	 for	
differences	 and	 similarities.	 rather,	 the	
test	must	take	into	account	the	nature	of	the	
article	of	manufacture,	 its	cost,	value,	and	
other	 intangibles,	and	 the	degree	of	atten-
tion	an	ordinary	purchaser	and	user	usually	
would	give	to	it.43	Potential	expert	or	other	
specialized	 testimony	on	 these	 issues	may	
include	 description	 of	 what	 the	 ordinary	
observer	knows,	how	they	purchase	and	use	
the	type	of	article	design	at	issue,	whether	
the	patented	and	accused	designs	are	typi-
cally	 viewed	 side-by-side	 during	 the	 pur-
chasing	decision,44	and	how	much	time	and	
attention	is	spent	observing	the	design.

the	 next	 phrase	 is	 “two	 designs	 are	
substantially	 the	 same.”	 the	 phrase	 por-
tion	 “substantially	 the	 same”	 is	 given	 a	
particular	 meaning	 by	 the	 phrase	 “if	 the	
resemblance	 is	 such	 as	 to	 deceive	 such	
an	 observer,	 inducing	 him	 to	 purchase	
one	 supposing	 it	 to	 be	 the	 other,”	 and	we	
will	 discuss	 the	 latter	 phrase	 below.	 But	
the	word	“designs”	in	the	phrase	deserves	
special	 attention.	 Proper	 identification	 of	
the	 patented	 design	 requires	 claim	 con-
struction,	 and	 claim	 construction	 requires	
understanding	(1)	what	design	features	are	
dictated	by	 function	 and	must	be	 factored	
out	or	ignored	in	the	analysis,	(2)	the	mean-
ing	 of	 design	 patent	 drawing	 techniques	
such	as	broken	lines	and	shading,	and	(3)	
the	 potential	 effect	 of	 prosecution	 history	
estoppel	on	the	scope	of	the	claim.	Further,	
proper	 identification	of	 the	visible	designs	
also	 requires	an	understanding	of	how	 the	
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articles	 are	used	 from	manufacture	 to	 end	
of	article	life.45

these	 issues	 often	 will	 require	 expert	
testimony	 regarding	 the	 functions	 per-
formed	by	various	design	features,	whether	
a	 particular	 design	 feature	 is	 dictated	 by	
function	 (whether	 functionally	 equivalent	
alternative	 designs	 exist),	 the	 meaning	 of	
drafting	symbols	and	design	patent	drawing	
techniques,	and	identification	of	the	design	
in	light	of	what	is	visible	from	manufacture	
to	end	of	life	use.

the	next	phrase	is	“if	the	resemblance	is	
such	as	to	deceive	such	an	observer,	inducing	
him	 to	 purchase	 one	 supposing	 it	 to	 be	 the	
other.”	this	phrase	 is	 the	heart	 of	 the	 ordi-
nary	 observer	 test.	 It	 provides	 the	 standard	
for	determining	whether	two	designs	are	sub-
stantially	 similar	 and	 whether	 infringement	
has	 occurred.	 the	 terms	 “resemblance,”	
“deceive,”	“inducing,”	and	“supposing”	are	
words	of	nuance	and	complexity	and	indicate	
that	 in	 some	 comparisons,	 advanced	 prin-
ciples	of	design	perception	and	visual	science	
may	be	helpful.

this	 portion	 of	 the	 test	 may	 benefit	
from	 expert	 testimony	 on	 how	 real	 world	
purchasers	 and	 users	 typically	 perceive,	
distinguish	 between,	 interact	 with,	 and	
comment	about	different	available	designs.	
additional	 expert	 testimony	 may	 include	
discussion	 and	 application	 of	 principles	
of	 design	 perception	 and	 visual	 science	
and	 how	 they	 affect	 whether	 an	 ordinary	
observer	 likely	 would	 be	 deceived	 by	 the	
resemblance	 between	 the	 patented	 and	
accused	designs.	additionally,	experts	may	
be	 used	 to	 construct	 surveys	 that	 gather	
appropriate	empirical	evidence	on	the	issue	
of	likely	deception.	

the	final	phrase	in	the	ordinary	observer	
test	is	“the	first	one	patented	is	infringed	by	
the	other,”	which	provides	 the	 legal	result	
and	 conclusion	 for	 the	 test.	 assuming	 a	
proper	 foundation	 is	 laid,	 potential	 expert	
testimony	may	be	used	to	express	an	opin-
ion	on	the	ultimate	issue,	which	is	whether	
infringement	 exists	 under	 the	 ordinary	
observer	test.46	

So	we	see	 from	this	discussion	 that	 the	
ordinary	 observer	 test	 is	 not	 the	 simple	
comparison	 some	 courts	 might	 believe	 it	
to	be.	It	is	set	in	the	context	of	article	pur-
chase	 and	 use,	 but	 since	 the	 article	 need	
not	be	actually	offered	for	sale,	the	ordinary	
observer	 is	 an	 objective	 and	 hypotheti-
cal	 construction	 that	 includes	 purchasers	
with	 differing	 levels	 of	 perceptive	 ability	
depending	on	 the	article	design	or	portion	
thereof,	and	those	interested	in	the	subject.	

Further,	 the	 ordinary	 observer	 is	 aware	
of	 all	 relevant	 prior	 art,	 and	 the	 relation-
ship	 between	 the	 patented	 design	 and	 the	
prior	 art	 affects	 the	ability	 of	 the	ordinary	
observer	to	distinguish	between	designs.	

In	 light	 of	 this	 complexity,	 it	 appears	
to	 be	 improper	 to	 view	 a	 jury	 as	 simply	 a	
collection	of	ordinary	observers.	Indeed,	it	
is	highly	unlikely	that	a	given	juror,	absent	
relevant	 evidence	 and	 proper	 instruction,	
will	 be	 aware	 of	 all	 relevant	 prior	 art	 and	
will	 properly	 “factor	 out”	 functional	 fea-
tures	when	deciding	infringement.	although	
a	 properly	 instructed	 jury	 can	 apply	 the	
ordinary	observer	standard	to	the	evidence,	
it	appears	to	be	incorrect	to	think	of	a	juror	
as	 actually	 being	 an	 ordinary	 observer.	
Further,	due	to	the	issues	discussed	above,	
it	often	will	be	improper	for	a	court	or	jury	
to	determine	 infringement	 simply	by	 com-
paring	 the	 patented	 and	 accused	 designs	
in	 light	 of	 the	 prior	 art	 without	 the	 aid	 of	
additional	 evidence	 including	 expert	 or	
other	specialized	testimony.	

In	part	2	of	this	article,	we	will	consider	
additional	 issues	 that	 may	 be	 appropriate	
for	 expert	 analysis	 in	design	patent	 cases,	
including	validity,47	enforceability,48	inven-
torship,49	 indefiniteness,50	 design	 patent	
drafting	 symbols,51	 and	 statutory	 bars.52	
We	also	will	review	and	analyze	how	courts	
have	reacted	to	expert	testimony	related	to	
the	ordinary	observer	infringement	test	and	
to	these	additional	issues	as	well.
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